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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )I3 Responsive to connmunication(s) fileid on 1 1 April 2003 . 
2a)n This action is FINAL. 2b)M This action is non-final. 

3) n Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 
close(J i n acco rdance with the practice under Ex par te Quayle , 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 7-37 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1,2.4.9-1 4,17-19,21 -30 and 34-36 is/are rejected. 

7) 13 Claim(s) 3,5-8,15,16,20,31-33,37 is/are objected to. 

Q)\3 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: 8)0 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)l3AII b)n Some* 0)0 None of: 

1 .13 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 
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15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
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DETAILED ACTION 



1 . This action is in response to: amended response received April 1 1 , 2003. 

2. Claims 1-37 pending. 

Response to Arguments 

3. TheJndicated.alJm 

discovered reference(s) to Merz et a! (U.S. Patent Number 6,246,776) and Biegelsen et 
al. (U.S. Patent Number 6,335,084). Rejections based on the newly cited reference(s) 
follow. 

4. Applicant's arguments with respect to claims 21-29 have been considered but are 
moot in view of the new ground(s) of rejection. 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



6. Claims 1, 2, 4, 17 and 30 rejected under 35 U.S.C. 102(e) as being anticipated 



Claim Rejections - 35 USC § 102 



by Merz et al (U.S. Patent Number 6,246,776). 
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Regarding claim 1 , Merz discloses a printer for recording an image on recording 
material, comprising: a first input unit (Figure 1 and 2, reference element 20) for 
inputting discernment information of said recording material being loaded (column 3, 
lines 26-35); and a discriminator (Figures 1 and 2; reference element 16) for storing 
reference information representing acceptable recording material (column 3, lines 49- 
65), and for checking said discernment information with reference to said reference 

-information-to-judge-whether said- recording-materiaLiS-acceptable or unacceptable, 

printing operation is inhibited and/or an alarm signal is generated (column 3, line 66 to 
column 4, line 12). 

Regarding claim 2, Merz discloses a printer further comprising: a pick-up unit for 
picking up an object to create image data (Figure 1 and 2, reference element 13 
inherently teaches that in order for the image processing unit to process an image, it . 
has to be picked up from a source whether it is a PC, a scanner, a fax, etc.); a printing 
head for printing an object image to said recording material according to said image 
data column 2, line 62 to column 3, line 8). 

Regarding claim 4, Merz discloses a printer wherein said discernment 
information is provided on said recording material in an externally readable manner, 
said first input unit comprises an information reader for reading said discernment 
information (column 5, lines 5-12). 

Regarding claim 17, Merz discloses a printer wherein said discriminator is 
operated upon powering on. 
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Regarding claim 30, Merz discloses a printing method of recording an image on 
recording material, comprising the steps of: reading predetermined discernment 
information from said recording material (column 3, lines 26-35), said predetermined 
discernment information being provided for said recording material (column 3, lines 26- 
35); predetermining reference information (column 3, lines 49-65); and checking said 
predetermined discernment information with reference to said reference information to 
judge_whether_said_recording material is acceptable.or unacceptable,_wherein if-said 
recording material is unacceptable, printing operation is inhibited and/or an alarm signal 
is generated (column 3, line 66 to column 4, line 12). 

7. Claims 21, 24, 25, 26 and 28 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Biegelsen et al. (U.S. Patent Number 6,335,084). 

Regarding claim 21, Biegelsen discloses a recording material comprising: a 
printing surface and a back surface (column 3, lines 47-49); discernment information 
prerecorded on said printing surface or said back surface readably (column 3, lines 51- 
64); and wherein said recording material is judged as acceptable when said 
discernment information is in accordance with a reference information (column 5, lines 
9-29). 

Regarding claim 24, Biegelsen discloses a recording material wherein said 
printing surface has an effective printing region and a peripheral region defined 
thereabout, and said discernment information is disposed in said peripheral region 
(column 4, lines 20-32). 
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Regarding claim 25, Biegelsen discloses a recording material wherein said 
discernment information is constituted by a positioning indicia disposed in a 
predetermined position and adapted to recording material positioning for printing 
(column 4, lines 20-39). 

Regarding claim 26, Biegelsen discloses a recording material wherein 
discernment information is constituted by at least one of a length, a width, a shape and 
a_pitch_of_said positioning_indicia_(columnj4.,_linesJ_0^19) 

Regarding claim 28, Biegelsen discloses a recording material comprising: a 
printing surface and a back surface (column 3, lines 47-49); a positioning indicia 
prerecorded on said printing surface or said back surface (column 3, lines 51-64), and 
adapted to recording material positioning for printing (column 4, lines 20-39), wherein at 
least one of a length, a width, a shape and a pitch of said positioning indicia constitutes 
predetermined discernment information (column 4, lines 10-19), 

Ciaim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 9, 10 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Merz et al (U.S. Patent Number 6,246,776) and further in view of Huston (U.S. 
Patent Number 5,816,165). 



Application/Control Number: 09/373,589 Page 6 

Art Unit: 2622 

Regarding claim 9, Merz fails to disclose a printer wherein said discernment 
information comprises a code for representing at least a recording material dealer of 
said recording material. 

However, Huston discloses a printer wherein said discernment information 
comprises a code for representing at least a recording material dealer of said recording 
material (column 3, lines 28-31). 

Therefore, it-would have been . obvious-to-a-person of ordinary skill_in .the-art at 

the time the inventions were made to include the teachings of Huston with the teachings 
of Merz to provide information indicative to the manufacturing of a printing media which 
rotates at the same speed as the printing drum. 

Regarding claim 10, Merz fails to disclose a printer wherein said discernment 
information comprises a code of which at least one potion represents a recording 
material distribution channel of said recording material. 

However, Huston discloses a printer wherein said discernment information 
comprises a code of which at least one potion represents a recording material 
distribution channel of said recording material (column 3, lines 28-31). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the inventions were made to include the teachings of Huston with the teachings 
of Merz to provide information indicative to the manufacturing of a printing media which 
rotates at the same speed as the printing drum. 

Regarding claim 14, Merz fails to disclose a printer wherein said recording 
material includes: a positioning indicia prerecorded thereon and adapted to recording 
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material positioning for printing and an auxiliary indicia prerecorded at a predetermined 
distance from said positioning indicia in a feeding direction of said recording material, 
said predetermined distance constituting said discernment information. 

However, Regarding claim 14, Huston discloses a printer wherein said recording 
material includes: a positioning indicia (read as "mark A") prerecorded thereon and 
adapted to recording material positioning for printing (column 3, lines 41-54); and an 
_auxi liary indicia (re ad as "mark B") prerecorded at a predetermined .distance Jrom said, 
positioning indicia in a feeding direction of said recording material (column 2, line 65 to 
column 3, line 23), said predetermined distance constituting said discernment 
information (column 3, lines 41-54). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the inventions were made to include the teachings of Huston with the teachings 
of Merz to provide information indicative to the length of paper remaining on the roll. 
10. Claims 11, 12, 13, 18 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Merz (U.S. Patent Number 6,246,776) and further in view of 
Biegelsen (U.S. Patent Number 6,335,084). 

Regarding claim 1 1 , Merz fails to disclose a printer wherein discernment 
information is a binary code including plural bits. 

However, Biegelsen discloses a printer wherein discernment information is a 
binary code including plural bits (column 4, lines 1-10). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the inventions were made to include the teachings of Biegelsen with the 
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teachings of Merz to process a sheet of material based upon the indicia/code that is 
arranged on the material. 

Regarding claim 12, Merz fails to disclose a printer wherein said discernment 
information is constituted by a positioning indicia disposed on said recording material in 
a predetermined position, and adapted to recording material positioning for printing. 

However, Biegelsen discloses a printer wherein said discernment information is 

iiQasiLtu±ejj_by_ a_pqsitLoningindlcia_dispA^^ j n a 

predetermined position, and adapted to recording material positioning for printing 
(column 4, lines 20-39). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the inventions were made to include the teachings of Biegelsen with the 
teachings of Merz to process a sheet of material based upon the indicia/code that is 
arranged on the material. 

Regarding claim 13, Merz fails to disclose a printer wherein said discernment 
information is represented by at least one of a length, a width, a shape and a pitch of 
said positioning indicia. 

However, Biegelsen discloses a printer wherein said discernment information is 
represented by at least one of a length, a width, a shape and a pitch of said positioning 
indicia (column 4, lines 10-19). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the inventions were made to include the teachings of Biegelsen with the 
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teachings of Merz to process a sheet of material based upon the indicia/code that is 
arranged on the material. 

Regarding claim 18, Merz fails to disclose a printer further comprising a recording 
material sensor for detecting said recording material being loaded; and wherein said 
discriminator is operated in response to detection of new loading of said recording 
material at said recording material sensor. 

How.eyer, Bj egej sen Ji scJ o^es a printer further comprising a recording materi al 

sensor (Figure 8, reference element 24) for detecting said recording material being 
loaded (column 5, lines 9-12); and wherein said discriminator is operated in response to 
detection of new loading of said recording material at said recording material 
sensor(column 5, lines 13-29). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the inventions were made to include the teachings of Biegelsen with the 
teachings of Merz to process a sheet of material based upon the indicia/code that is 
arranged on the material. 

Regarding claim 19, Merz fails to disclose a printer wherein said recording 
material comprises at least first and second types of recording material; said printer 
comprising at least first and second printer units for recording to respectively said at 
least first and second types of said recording material. 

However, Biegelsen discloses a printer wherein said recording material 
comprises at least first and second types of recording material (column 5, line 60 to 
column 6, line 6); said printer comprising at least first and second printer units for 
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recording to respectively said at least first and second types of said recording nnaterial 
(colunnn 6, lines 7-28). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the inventions were made to include the teachings of Biegelsen with the 
teachings of Merz to process a sheet of material based upon the indicia/code that is 
arranged on the material. 

il.__CJajms_22-27_are„rejecte.d_under_3_5_^^ 

Biegelsen et al (U.S. Patent Number 6,335,084) and further in view of Huston (U.S. 
Patent Number 5,816,165. 

Regarding claim 22, Biegelsen fails to disclose a recording material wherein said 
discernment information is a code and includes information of a recording material 
dealer and/or a recording material distribution channel. 

However, Huston discloses a recording material wherein said discernment 
information is a code and includes information of a recording material dealer and/or a 
recording material distribution channel (column 3, lines 28-31). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the inventions were made to include the teachings of Huston with the teachings 
of Biegelsen to provide information indicative to the manufacturing of a printing media 
which rotates at the same speed as the printing drum. 

Regarding claim 23, Biegelsen fails to disclose a recording material wherein said 
discernment information further includes information of a recording material type, a 
recording material printing format and a recording material size. 
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However, Huston discloses a recording material wherein said discernment 
information further includes information of a recording material type, a recording 
material printing format and a recording material size (column 3, lines 28-31). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the inventions were made to include the teachings of Huston with the teachings 
of Biegelsen to provide information indicative to the manufacturing of a printing media 
which-rotates at-the same speed-as-the-printing drum. 



Regarding claim 27, Biegelsen fails to disclose a recording material further 
comprising: a positioning indicia prerecorded thereon and adapted to recording material 
positioning for printing; and an auxiliary indicia prerecorded at a predetermined distance 
from said positioning indicia in a feeding direction of said recording material, said 
predetermined distance constituting said discernment information. 

However, Huston discloses a recording material further comprising: a positioning 
indicia (read as "mark A") prerecorded thereon and adapted to recording material 
positioning for printing (column 3, lines 41-54); and an auxiliary indicia (read as "mark 
B") prerecorded at a predetermined distance from said positioning indicia in a feeding 
direction of said recording material (column 2, line 65 to column 3, line 23), said 
predetermined distance constituting said discernment information (column 3, lines 41- 



Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the inventions were made to include the teachings of Huston with the teachings 



54). 
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of Biegelsen to provide information indicative to the length of paper remaining on the 
roll. 

Regarding claim 29, Biegelsen discloses a recording material comprising: a 
printing surface and a back surface (column 3, lines 47-49); and wherein said recording 
material is judged as acceptable when said discernment information is in accordance 
with a reference information (column 5, lines 9-29). 

Biegelsen fails-to- disclose. a recording material further comprising:_a-positioning_ 

indicia prerecorded on said printing surface or said back surface and adapted to 
recording material positioning for printing; and an auxiliary indicia prerecorded on said 
printing surface or said back surface at a predetermined distance from said positioning 
indicia in a recording material feeding direction, said predetermined distance 
constituting said predetermined discernment information. 

However, Huston discloses a recording material further comprising: a positioning 
indicia (read as "mark A") prerecorded on said printing surface or said back surface and 
adapted to recording material positioning for printing (column 3, lines 41-54); and an 
auxiliary indicia (read as "mark B") prerecorded on said printing surface or said back 
surface at a predetermined distance from said positioning indicia in a feeding direction 
of said recording material (column 2, line 65 to column 3, line 23), said predetermined 
distance constituting said predetermined discernment information (column 3, lines 41- 
54). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the inventions were made to include the teachings of Huston with the teachings 
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of Biegelsen to provide information indicative to the length of paper remaining on the 
roll. 

Regarding claims 34-36, Biegelsen fails to disclose a recording material wherein 
said recording material is continuous. 

However, Huston discloses a recording material wherein said recording material 
is continuous (column 2, lines 55-61). 

Therefore, It would.have been obvious_to_a_person of ordinary skilUn-the-art at 

the time the inventions were made to include the teachings of Huston with the teachings 
of Biegelsen to provide continuous length of print media to be marked with length 
media. 



12. Claims 3, 5-8, 15, 16, 20, 31-33 and 37 are objected to as being dependent upon 
a rejected base claim, but would be allowable if rewritten in independent form including 
all of the limitations of the base claim and any intervening claims. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Monica J. Mitchell whose telephone number is 703-306- 
3430. The examiner can normally be reached on Mon.-Fri., 7:30 a.m. to 4:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on 703-305-4712. The fax phone numbers 



Allowable Subject Matter 



Conclusion 
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for the organization where this application or proceeding is assigned are 703-872-9313 
for regular communications and 703-872-9313 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 



4750. 



mjm 

June 25, 2003 




